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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Guriq Basi et al 

Patent No.: 7,189,819 
Filed: March 12, 2003 

For: HUMANIZED ANTIBODIES THAT 

RECOGNIZE BETA-AMYLOID PEPTIDE 



Issued: March 13,2007 
Art Unit: 1649 

Examiner: Ballard, Kimberly A. 



MS Petition 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



RFOITFST FOR RECONSIDERATION Q V PATENT TERM ADJUSTMENT 

TTTVTVEtt 37 CFR 81.705(d) 

Dear Sir: 

1 . This is a request for reconsideration of the patent term adjustment of 492 days 
under 35 USC 154(b) indicated on the Certificate of Correction for the above-identified 
patent. It is respectfully requested that Patentees be granted a minimum patent term 
adjustment of 722 dava . 

2. The above-identified patent issued on March 1 3, 2007. Accordingly, as 
required by 37 CFR § 1.705(d), the instant request is timely filed within two months of the 
issue date of the above-identified patent. 

3. Patentees submit herewith a "Statement Under 37 CFR § 1 .702(b)(2)". 
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US Patent No. 7,189,819 



Attny. Docket: ELN-002 VBff&N® _. Q 



4. In accordance with 37 CFR § 1 .705(b)(1), please charge the fee set forth in 37 
CFR §1.1 8(e) (S200.00) to our Deposit Order Account No. 12-0080. Please charge any 
necessary additional fees or credit any overpayments to our Deposit Order Account No. 12- 
0080. 



Dated; May 14, 2007 



Respectfully submitted, 




[andragouras, Esq 
in No.: 36,207 
COCKFIELD, LLP 
One Post Office Square 
Boston, Massachusetts 02109 
(617)227-7400 
(617) 742-4214 (Fax) 
Attorney For Patentees 
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Docket No.: ELN-002 
(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: 
Guriq Basi et al. 

Patent No.: 7,189,819 Issued: March 13, 2007 

Filed: March 1 2, 2003 Art Unit: 1 649 

For- HUMANIZED ANTIBODIES THAT Examiner: Ballard, Kimberly A. 

RECOGNIZE BETA-AMYLOID PEPTIDE 



MS Petition 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



STATEMENT TINDER 37 CFR § 1.70 2fb)(2g 

Dear Sir: 

1 . This statement is respectfully submitted in support of the "Request for 
Reconsideration of Patent Term Adjustment Under 37 CFR § 1 .705(d)" for the above- 
referenced patent. In view of the following, it is respectfully requested that Patentees be 
granted a final patent term adjustment of 722 dav^. 

2. The patent term adjustment under 35 U-S.C. § 1 54(b) for the above-identified patent is 
492 davs. as listed on a Certificate of Correction issued May 1, 2007 (a copy of the 
Certificate is submitted herewith as Exhibit A). The Certificate of Correction was issued to 
correct an erroneous patent term adjustment of 423 days that was listed on the face of the 
patent as issued (see Exhibit B). Nevertheless, the determination of 492 days remains in error 
in that pursuant to 35 U.S.C. § 1 54(b) the Office failed to issue a patent within three years of 
the actual filing date of the above-referenced application in accordance with 37 CFR 

§ 1 .702(b) and failed to take certain action within the time frame specified in 37 CFR 
§ 1.702(a). 
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US Pat. No, 7,189,819 



Atmy. Docket No.: ELN-002 



Pursuant to 37 CFR § 1.703(b), Patentees are entitled to a period of patent term 
adjustment due to failure of the Office to issue a patent within three years after the date the 
corresponding application was filed under 35 U.S.C. § 1 1 1(a), /. e. , December 6, 2004 
(hereinafter "Three Year Delay"). Since the Office failed to issue the above-identified patent 
until March 13, 2007, Patentees are entitled to a period of patent term adjustment beginning 
on the day after the date that is 3 years after the filing date of the application, i.e., December 
7, 2004, and ending on the date a patent is issued, Le,> March 13, 2007. Accordingly, the 
period of patent term adjustment due to the Three Year Delay by the Office is 827 days. This 
period of adjustment is in agreement with the period of Office delay used by the Office in 
calculating the patent term adjustment for the above-identified patent (see "USPTO (PTO) 
Delay" on the PTAS Sheet submitted herewith as Exhibit C 1 ). 

However, in addition to the patent term adjustment due to Three Year Delay, pursuant 
to 37 CFR § 1703(a) Patentees respectfully submit that they are also entitled to a period of 
patent term adjustment under § 1 .702(a) (hereinafter "Examination Delay") which is the sum 
of the following periods of delay: 

(1) A period of delay of 230 days due to the failure by the Office to mail an action 
under 35 U.S.C, §132 not later than 14 months after the actual filing date (i.e., by February 6, 
2003) (hereinafter "14 Month Delay"). As the Office failed to mail an action under 35 U,S,C. 
§132 until September 24, 2003, Patentees are entitled to a period of patent term adjustment 
beginning on the day after the date that is 14 months after the date on which the above- 
referenced application was filed under 35 U.S.C. §11 1(a), i.e., February 7, 2003, and ending 
on the date of mailing of an action under 35 U.S.C. §132, i.e., September 24, 2003. 
Accordingly, the period of patent term adjustment due to the 14 Month Delay by the Office is 
230 days, which is in agreement with the period calculated by the Office (see PTAS Sheet 
submitted herewith as Exhibit C). 




appear to have been updated by the USPTO and is no longer available on PAIR. 
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(2) A period of delay of 14 days due to the failure by the Office to mail a Non-Final 
Office Action not later than four months after Applicants submitted a response to a previous 
action (hereinafter "4 Month Examination Delay"). Applicants submitted a Response to 
Non-Final Office Action on May 19, 2005. Since the Office failed to mail a subsequent Non- 
Final Rejection until October 3, 2005, Patentees are entitled to a period of patent term 
adjustment beginning on the day after the date that is 4 months after the date on which the 
Response was filed, t.e., September 20, 2005, and ending on the date the Office mailed the 
subsequent Non-Final Office Action, i.e., October 3, 2005. Therefore, the period of patent 
term adjustment due to the 4 Month Examination Delay is 14 days, which is in agreement 
with the period calculated by the Office (see Exhibit C). 

(3) A period of delay of 92 days due to the failure by the Office to issue the above 
identified patent within four months after the date the issue fee was paid (hereinafter "4 
Month Issue Delay")- The issue fee was paid on August 1 1 , 2006. Since the Office failed to 
issue the above-identified patent until March 13, 2007, Patentees are entitled to a period of 
patent term adjustment beginning on the day after the date that is 4 months after the date on 
which the issue fee was paid, i.e., December 12, 2006, and ending on the issue date of the 
patent, i.e., March 13, 2007. Therefore, the period of patent term adjustment due to the 4 
Month Delay by the Office is 92 days, which is in agreement with the period calculated by 

the Office (see Exhibit C). 

Accordingly, as the Office has concluded (see Exhibit B), Patentees are entitled to a 
total period of Examination delay of 336 davs. which is the sum of the period of 14 Month 
Delay (230 days), the period of 4 Month Examination Delay (14 days), and the period of 4 
Month Issue Delay (92 days). 

As set forth in 37 CFR § 1.703(f), Patentees are entitled to a period of patent term 
adjustment equal to the period of delays based on the grounds set forth in 37 CFR § 1 .702 
(hereinafter "Office Delay") reduced by the period of time equal to the period of time during 
which Patentees failed to engage in reasonable efforts to conclude prosecution pursuant to 37 
CFR §1.704 (hereinafter "Applicant Delay"). With respect to the above-referenced 
application, the total period of Office Delay is the sum of the period of Three . Years Delay 
(827 days) and the period of Examination Delay (336 days) to the extent these periods of 
delay are not overlapping, As the period of 14 Month Delay ended on September 24, 2003, 
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prior to the first day of the period of Three Years Delay, i.e., December 7, 2004, Patentees 
submit that these periods are not overlapping, Patentees note, however, that both the 14 day 
period of 4 Month Examination Delay (September 20, 2005 to October 3, 2005) and the 92 
day period of 4 Month Issue Delay (December 12, 2006 to March 13, 2007) overlap with 
portions of the Three Year Delay period (December 7, 2004 to March 13, 2007). Patentees 
enclose a timeline which clearly illustrates this overlap (see Exhibit D). Accordingly, 
Patentees submit that the total period of Office Delay is 1057 days , which is the sum of the 
period of Three Year Delay (827 days) and the period of Examination Delay (336 days), 
reduced by the period of overlap (14 days + 92 days =106 days). 

To calculate the period of patent term adjustment, the total period of Office Delay is 
reduced by the period of Applicant Delay, which the USPTO initially calculated as a period 
of 392 days (see "Applicant Delay" in Exhibit C), but which was subsequently increased to 
404 days following recognition by the Office of a 12 day period of Applicant Day (see 
"USPTO Adjustment" in Exhibit C), and then reduced to 335 davs following a determination 
by the Office that a 69 day period of Applicant Delay was erroneously attributed to the 
Applicant (see Petition Decision submitted herewith as Exhibit E). Accordingly, Patentees 
submit that the correct patent term adjustment for the above-referenced application is 222 
days , which is the difference between the total period of Office Delay (1057 days) and the 
period of Applicant Delay (335 days), 
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In view of the foregoing, it is respectfully requested that this Request for 
Reconsideration of Patent Term Adjustment be favorably considered and that a corrected 
Determination of Patent Term Adjustment be issued to reflect a patent term adjustment of 
722 davs. 



Dated: May 14, 2007 



LAHIVE & COCKFIELD, LLP 
One Post Office Square 
Boston, Massachusetts 02109 
(617) 227-7400 
(617)742-4214 (Fax) 
Attorney For Patentees 
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EXHIBIT A 



UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 



PATENT NO. 



Page 1 of 1 



APPLICATION NO. : 10/010942 
DATED : March 13, 2007 

INVENTORS) : Baai ct ah 

It Ig certified that error appears In the Above-Identified patent and that aald Letters Patent Is 
hereby corrected as shown below: 



On the title page, 

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted 
under 35 USC 154(b) by (423) days 

Delete the phrase "by 423" and insert « by 492 days- 



Signed and Sealed this 



First Day of May, 2007 




JON W, DUDAS 
Director of the United Statis Fount and Tradtmork Offlm 
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ci2) United States Patent 

Basi et ah 



(id) Patent No.: US 7,189,819 B2 
(45) Date of Patent; Ma^ 13, 2007 



(54) HUMANiZED ANTIBODIES THAT 

RECOGNIZE BETA AMYLOID PEPTIDE 

(75) Investor Guriq Baal, Palo Alto, CA (US); Jose 
William Saldanha, Enfield (OB) 

(73) Assignees: Wyeth, Madison, NJ (US); Neuralab 
Limited, Smiths (BM) 

( * ) Notice: Subject to any disclaimer, the term of this 
patent is extended or adjusted under 35 
U.S.C. 154(b) by 423 days, 

(21) Appl. No.: 10/010,942 
(32) Piled: Dec. 6, 2001 
(63) Prior Publication Data 

US 2003/0165496 Al Sep, 4, 2003 
Related U.S. Application Data 

(60) Provisional application No. 6CV25 1 ,892, filed on Dec. 
6. 2000. 

Int, CL 

C07KltnB (2006,01) 
AtlK 39/395 (2006.01) 
C12P21M (2006.01) 

U.S. CI .» S30/387.3; 530/387.9; 

424/133.1; 424/139.1 

Field of Classification Search 530/387. K 

530/3B7.2, 387.3.387.9,388.1,388.15 
See application file for complete search history. 
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ABSTRACT 



The invention provides improvos agentB and method* for 
treatment of diseases associated with amyloid deposits of A(3 
in the brain of a patient. Preferred agent* include humanized 
antibodies. 
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patent No. 7,189,819 
Basi et al . 

Application No. 10/010,942 
issue Date: March 13 , 2007 
Filed; December 6, 2001 . 
Attorney Docket No, ELN-Q02 



COPY MA1UE0 

APR 0 2 2007 
OFFICE OF PETITIONS 

DECISION ON REQUEST FOR 
RECONSIDERATION OF 
DECISION ON APPLICATION 
FOR PATENT TERM ADJUSTMENT 



This is a decision on the "REQUEST FOR RECONSIDERATION OF AN . 
APPLICATION FOR PATENT TERM ADJUSTMENT PURSUANT TO 37 C.F.R. 
51. 705(b) AND/OR §1. 705(c)," filed February 26, 2007. 

■ 

The request for reconsideration of the decision of December 26, 
2006 ie granted to the extent that the decision of December 26, 
2006 has been reconsidered and GRANTED on the merits. 

The patent term adjustment indicated in the patent is to be 
corrected by issuance of a certificate of correction showing a 
revised Patent Term Adjustment of four hundred ninety- two (492) 

days. 

In pertinent part, by decision mailed December 26, 2006, the 
application for patent term adjustment filed October 26, 2006 
was granted- ln-part. However, a period of reduction of 69 days 
was entered pursuant to 37 C.F.R. §1.704(0 (7). The basis of 
this reduction was that applicant's response filed July 9, 2002 
had an omission, which was corrected with the filing of another 
response, 69 days later, on September 16, 2002. 

On instant request for reconsideration, patentees maintain that 
the response, contained on a computer readable disk, did not 
include an omission. Rather, the disk filed July l, 2002 had to 



G13Id^000«3AIHV1 



nZ*Zt>iU9 XVd 6fr : SI i003/t>L/S0 



oz-colss-uiui) noimiq « miMwm ■ mmim ■ 8 \» m da-oiMAS « Ni wBiiAbq ujajseal m t owe zqooti/s iv qaou < a?u aovd 



latent No. 7,109,819 Application No. 10/010, 942 Page 2 

be re-supplied September 16, 2002 because it waB subsequently 
found to be damaged by the USPTO and the damage was not due to 
any lacK of due care by Applicants, but instead due to the 
subsequent handling and treatment of the disk by others. 

patentees' arguments and evidence have been considered and found 
persuasive. The request for reconsideration included evidence 
that the disk filed July 1, 2002 was identical to the disk filed 
September 16, 2002, and that both disks as chey were originally 
sent to the Office by patentees were not damaged. In view 
thereof, the reduction of 69 days entered pursuant to 
§ 1.704(c)(7) is being removed. 

In view thereof, the patent should have issued with a revised 
patent term adjustment of 492 days. 

No fee is required on instant request for reconsideration of 
decision on application for patent term adjustment. 

The application file is being forwarded to the certificates of 
Correction Branch for issuance of a certificate of correction in 
order to rectify this error. The office will issue a 
certificate of correction indicating thac the term of the above- 
identified patent is extended or adjusted by four hundred 
ninety- two <492) days. 

Telephone inquiries specific to this matter should be directed 
to the undersigned at (571) 272-3219. 




Enclosure: Copy of DRAFT Certificate of Correction 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 



PATENT : 7,189,81b B2 
DATED : March 13. 2007 
INVENTOR(S)! BaaletaL 



It Is certified that error appears In the above-Identified patent and that said Letters Patent is hereby 
corrected as shown below: 

On the cover page, 

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted 
under 35 USC 1 54(b) by (423) days 

Delete the phrase "by 423" and insert - by 492 days» 
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